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earned patent term adjustment. See 37 CFR 1 .704(b). 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 
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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

Claims 1, 6, 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
5041448. 

See example 22, compounds 41 and compound 43, and example 36, compound 139. 
These are species excluded by proviso from claim 1, corresponding to R4 as amino or methyl 
substituted by 4-piperidinyl, with a methyl substituent on the piperidine N for compound 
139. However, the claim still covers the compounds where there is a methyl group on the 
carbon of the piperidine ring, since such compounds, with a methyl group on the carbon of 
the piperidine ring are not excluded by proviso, and hence are obvious. Such compounds are 
taught by the reference, as R2 can be H or methyl, and compounds with R2 as methyl are 
seen as #65, and #101. 

The traverse is unpersuasive. Applicants do not seem to accept that purinone and 
purinol are tautomers, saying, "there is no basis to assert that they are tautomers of 
applicants' purinones." Applicants have presented no reasons for such a position, and the 
examiner does not understand why applicants do not consider enol and keto forms as 
tautomers, as this is basic organic chemistry. At any rate, to rebut this argument, two 
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references are cited as evidence that one of ordinary skill in the art understands that these 
are tautomers. In 6028076, see column 24, where IV and V are called tautomers. In 
5863921, note column 3, first paragraph, which states, "compounds described by formula (I) 
where the 6-oxo (also known as the 6-hydroxy tautomer..." 

The other argument is that Compounds 65 and 101 have other structural 
differences. This is true! otherwise they would themselves anticipate. These are not the 
species which render the claims obvious. These are simply examples of compounds with an 
extra methyl on the piperidine ring, 

Attention is drawn to 20040116328, cited previously. This publication has species 
falling within the instant claims, see e.g. table starting on page 16, when Zl is N and Z2 is 
CR2. This document does not appear to be prior art against these claims, as the 
translation of the provisional application appears to support the instant claims. 

Claims 2-5, 9-20 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not mailed 
until after the end of the THREE-MONTH shortened statutory period, then the shortened 
statutory period will expire on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the advisory action. 
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In no event, however, will the statutory period for reply expire later than SIX MONTHS 
from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to /Mark L. Berch/ whose telephone number is 571-272-0663. 
The examiner can normally be reached on M-F 7:15 - 3:45. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James O. Wilson can be reached on (571)272-0661. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 (IN USA 
OR CANADA) or 571-272-1000. 

/Mark L. Berch/ 
Primary Examiner 
Art Unit 1624 

4/10/2008 



